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Reply to Office action of September S, 2008 

REMARKS/ARGUMENTS 

Claims M 1, 14, 15, 17-25, 28, 29 5 31 and 53-68 are pending in the case. Claims 12, 13, 16, 
26, 27, 30 and 32-52 have been canceled without prejudice to revival, for example, in a related patent 
application. Claims 1 1 9 14, 25 and 28 have been amended to more clearly present the invention and 
differences between the amended claims and the previously pending claims should not be viewed as 
acquiescence to any of the Examiner's rejections. This amendment includes no new matter. 

The Examiner rejects the claims under the 35 USC 112. first paragraph, enablement 
provision. The Examiner states that the specification does not enabl e any "tissue specific promoter" 
or "specific for the magnum" as is claimed and that the specification does not provide enablement for 

a "heterologous polypeptide optimized for codon usage by an avian. Applicant requests that the 

Examiner reconsider these rejections in view of applicant's arguments made in previous papers in 
the case. 

The Examiner states that the specification does not enable using a transgene comprising "at 
least two nucleotide sequences each encoding a heterologous polypeptide," "that form a multimeric 
protein, 7 - that "specifically bind a selected ligand," that is an "antibody", referring to claims 1 1-14. 
The Examiner also states that Example 38 does not teach the heavy and light chain were on one 
transgene as claimed. 

Applicant traverses the rejection. However, claims 12 and 13 have been canceled and claims 
1 1 and 14 have been amended to clarify the claims and facilitate prosecution of the application. In 
addition, applicant believes the Examiner intended the present rejection to extend to claims 25 to 28 
which contain similar wording. Applicant has canceled claims 26-27 and has amended claims 25 
and 28 accordingly. 

The Examiner rejects the claims under 35 USC 1 12, second paragraph as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The specific rejections are as follows. 

The Examiner states that claim. 6 i$ indefinite because the metes and bounds of a "tissue 
specific promoter" are not defined in the specification or the art at the time of filing. 

Applicant disagrees with the Examiner since a search of the USPTO patent database for 
"tissue specific promoter" in US patents issued between January 1,1985 and October 1 , 2003 (before 
October 2 S 2003 - the filing date of the present case), identifies more than 1400 patents. 
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Accordingly, applicant has presented evidence that the meaning of "tissue specific promoter* 7 was 
well known in the field of molecular biology at the time of filing. 

The Examiner states that claim 9 remains indefinite because the metes and bounds of a 
coding sequence that is "optimized for codon usage by an avian" are unclear and that the metes and 
bounds of such coding sequences cannot be envisioned, i.e., the structure of such coding sequences 
and the process used to optimize such coding sequences cannot be envisioned. Applicant disagrees 
with the rejection for reasons of record. 

The Examiner rejects claims 1-15.1 8-29 and 53-68 under the judicially created doctrine of 
obviousness type double patenting as being unpatentable* over claims 1-17 of US patent No. 
7,38 1,7 1 2 in view of the disclosure of 4 71 2. Applicant traverses the rejection. The first sentence of 
MPEP 804 II B 1 provides for an obviousness type double patenting analysis and states: 

In determining whether a nonstatutory basis exists for a double patenting rejection, 
the first question to ask is - does any claim in the application define an invention that 
is merely an obvious variation of an invention claimed in the patent. 

The independent cl aims of the 4 7 1 2 patent specify producing a transgenic avian by delivering 
nucleic acid solution to oviduct tissue by injecting into an artery and does not require implanting an 
injected embryo into a recipient hen. The claims in the present case provide for making a transgenic 
avian by injecting DNA into an avian embryo and reimplanting the embryo into a recipient hen. 
Accordingly, the claims are very different and are not obvious variations of one another. 

In conclusion, applicant believes that pending claims 1-11, 14, 15, 17-25,28,29,31 and 53- 
68 meet the requirements for patentability under 35 USC 112, first and second paragraphs and that 
the claims are nonobvious. Therefore, applicant submits that the presently pending claims are 
allowable and respectfully requests the Examiner to pass the above-identified application to 
allowance. 

Any fees required for submission of this Response are authorized by applicant. Please deduct 
any fees and credit any overpayment to Deposit Account No. 501 729. 
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If any issues remain to be addressed in this matter, which might be resolved by discussion, 
the Examiner is respectfully requested to call applicants ' undersigned counsel at the number 
indicated below. 



Respectfully submitted. 




Kyle Yesland, 706-22 7-11 70, ext 233 

Attorney for Applicants 

Reg. No. 45,526 

AviGenics, Inc. 

Legal Department 

1 1 1 Riverbend Rd. 

Athens, Georgia 30605 
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